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REMARKS 

Claims 1-4 and 6-43 are pending in the application. Claims 1-4 and 6-43 stand rejected. 
Applicants request further review and examination in view of the claimed amendments. 



Claim Rejections - 35 USC § 102 

Claim 15 stands rejected under 35 USC 102(e) as being anticipated by Enari (Pat. No. 
6,747,998). 

Claim 15 recites, "determining an external storage medium, the label being affixed to an 
external portion of the external storage medium." The Office states that this claim language is 
taught in the following manner: "Enari, Fig 11, bar-code printer 128 and bar-code reader 127." 
Official Action, at 3. Applicants disagree. 

The Enari citation does teach a bar-code printer and a bar-code reader, and Enari as a 
whole does teach printing a bar code, attaching the printed bar code to a CD, and using a bar- 
code reader for reading the bar code attached to each CD (Enari, at col. 6, lines 18-22). 
However, Enari does not teach the claim language of "determining an external storage medium, 
the label being fixed to an external portion of the external storage medium (and the label 
corresponding to the record)." Aside from the bare depiction of a bar-code printer and bar-code 
reader in FIG. 11, and that mention at col. 6, lines 18-22, the only other mention Enari makes of 
a bar code is found at col. 6, lines 53-62: 
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As opposed to the claim language, which recites that the label corresponds to the record, 

this Enari citation teaches that a person ("the CD user") somehow has a management number for 

a CD and rents the CD by giving that management number to the reception desk. However that 
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person comes across the management number is not specified, and it is not specified that this 
management number corresponds to a record as is claimed. 

Further, Applicants have amended claim 15 to recite, "the first label being based on a 
second label, the second label being stored on a storage portion of the external storage medium." 
This amended claim language is supported by the instant specification in at least paragraph 
[0068]. Applicants submit that Enari does not teach at least this amended claim language. 

For at least these reasons, applicants submit that Enari fails to anticipate claim 15, as well 
as dependent claims 16-19. 

Claim Rejections - 35 USC § 103 

Claims 16-19 and 36-39 stand rejected under 35 USC 103(a) as being unpatentable over 
Enari in view of Koenck et al. (Pat. No. 6,748,122). Koenck fails to cure the defects of claim 15, 
as stated above. As such, Applicants submit that the cited combination of Enari in view of 
Koenck fails to render obvious claims 16-19 and 36-39. 

Claims 1-4, 6-14, 20-35, and 40-43 stand rejected under 35 USC 103(a) as being 
unpatentable over Ottensen et al. (Pat. No. 6,222,697) in view of Sun et al. (Pat. No. 6,239,934) 
and further in view of Enari and further in view of Rothberg et al. (Pat. No. 6,412,083). 

Claim 1 recites, "providing a command to generate the second label based on the first 
label," (emphasis added). The Office states that this claim language is taught in the following 
manner: 
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Official Action, at 5-6. Applicants disagree. 

Enari at col. 6, lines 15-25 discloses: 
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The Enari citation does appear to teach printing bar codes and attaching those printed bar 
codes to CDs. However, claim 1 recites that a "second label [is] based on the first label," and 
the Enari citation does not teach a printed bar code based on a label. Further, in rejecting claim 
1, the Office makes no assertion that this language is taught by the Ottesen or Sun citations. 

Furthermore, Applicants disagree with the Office's stated motivation to combine the 
references. The Office states, "The ordinarily skilled artisan would have been motivated to 
combine the teachings of Ottesen and Sun with the teaching of Enari because the above 
references disclose one or more bar-code labels for a storage medium." Official Action, at 6. 
Ottesen does not teach a bar code, as the Office asserts, but teaches a form of data magnetically 
stored on a magnetic disk that Ottesen compares to a bar code: 
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Ottesen at col. 3, line 63-col. 4, line 2; and: 
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Ottesen at col. 8, lines 14-22. That is, Ottesen appears to teach magnetically storing a disk 
identifier (which it compares to a bar code) in a magnetic storage portion of a disk, and then 
reading this disk identifier with a disk drive. That is not a bar code as understood by one of skill 
in the art at the time of the present invention, nor is it a bar code as taught by Enari ("The bar- 
code printers 128 are used for printing bar codes to be attached to the managed CDs," Enari, at 
col. 6, lines 19-20, emphasis added) or Sun ("The cartridge may bear a cartridge bar code label 
115," col. 5, line 47, where FIG. 7B-1 depicts bar code label 115 being affixed to an external 
portion of the cartridge). 

Claim 1 also recites, "updating a database with an association between each file stored on 
the storage medium and a value associated with the first label." The Office states that this claim 
language is taught in the following manner: 
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Official Action, at 6-7. Applicants disagree. 

Rothberg at col. 5, lines 20-40 teaches: 
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We claim: " 
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The Rothberg citation appears not to teach, "updating a database with an association 
between each file stored on the storage medium," as is claimed, but rather removing from a 
directory a file that is not stored on a storage medium ("The host computer deletes the file from 
the directory and instructs the disk drive to write the 'null' value to the logical address for the 
rescue-candidate location," Rothberg at col. 5, lines 29-31). That is, the Rothberg citation 
appears to teach nearly the opposite of what is claimed. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 1, or claims 
20, 32, 33, 35, 40, 41, 42, or 43, which stand rejected for the same rationale. Further, Applicants 
submit that the cited combination of Ottensen in view of Sun and further in view of Enari and 
Rothberg fails to render obvious claims 2-4 and 6-14 (which depend from claim 1), and 21-34 
(which depend from claim 20) for at least the reasons that the cited combination fails to render 
obvious their respective parent claims. 

Claim 2 recites, "wherein the database is stored on a first device, further comprising: 
synchronizing the database with a second database stored on a second device." The Office states 
that this claim language is taught by Rothberg at col. 5, lines 20-40 and FIG. 3, and Enari at FIG. 
11, element 127. Official Action, at 7. Applicants disagree. 

Rothberg at col. 5, lines 20-40 is excerpted above, with respect to claim 1. Enari's FIG. 
1 1 is excerpted herein below: 
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That is, Enari at FIG. 11, element 127 depicts a "bar-code reader." 

Even if Rothberg teaches "the database," as claimed in claim 1, neither the Rothberg nor 
Enari citations teaches "a second database stored on a second device," as is claimed. The 
Rothberg citation teaches "the directory" - a single directory - and makes no indication as to the 
existence of other directories. Likewise, Enari's element 127 teaches not a second database, but 
a bar-code reader. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 2, or claims 
20 or 34, which stand rejected for the same rationale. 
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Claim 3 recites, "The method of claim 2 wherein the first device is a personal computer 
and the second device is a handheld device." The Office states that this claim language is taught 
by Rothberg at col. 5, lines 20-40 and FIG. 3, and Enari at FIG. 11, element 127. Official 
Action, at 7. Applicants disagree. 

Rothberg at col. 5, lines 20-40 is excerpted above, with respect to claim 1, and Enari's 
FIG. 1 1 is depicted above, with respect to claim 2. 

If the Rothberg citation teaches a database, it does not give any indication as to on what 
that database is stored, so it does not teach that the second device (upon which the second 
database is stored) is a handheld device, as is claimed. Likewise, Enari's element 127 depicts a 
bar-code reader, and if that bar-code reader is a handheld device, the Enari citation gives no 
indication that a database may be stored upon it. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 3, or claim 
22, which stands rejected for the same rationale. 

Claim 7 recites, "determining the first label based on state information accessible to a 
device upon which the database is stored." The Office states that this claim language is taught 
by Ottesen at col. 3, line 50 - col. 4, line 10. Official Action, at 7. Applicants disagree. 

Ottesen at col. 3, line 50 - col. 4, line 10 teaches: 
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Thus, the Ottesen citation teaches uniquely identifying a disk with a serial number 
("DINUM"), and the citation appears to teach how the DINUM may be applied to a disk, but the 
citation does not appear to teach how the DINUM is calculated, past it possibly being related to 
the disk being uniquely identified. In contrast, claim 7 does recite how the first label is 
determined - determining the first label based on state information accessible to a device 
upon which the database is stored - and this recitation is not found in the Ottesen citation. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 7, or claim 
26, which stands rejected for the same rationale. 
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Claim 8 recites, "The method of claim 7 wherein the state information is a count 
sequence." The Office states that the language of claim 7 is taught by Ottesen at col. 3, line 50 - 
col. 4, line 10. Official Action, at 8. Applicants disagree. 

Ottesen at col. 3, line 50 - col. 4, line 10 is excerpted above, with respect to claim 7. For 
reasons similar to those analyzed for claim 7 regarding the failure of Ottesen to teach state 
information accessible to a device upon which the database is stored, the Ottesen citation also 
fails to teach that the state information is a count sequence. That is, the Ottesen citation appears 
to teach uniquely identifying a disk with a serial number - but gives no indication as to how that 
serial number is calculated, including giving no indication as to it being calculated with a count 
sequence. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 8, or claim 
27, which stands rejected for the same rationale. 

Claim 9 recites, "wherein the database includes records, each record including a first field 
having a value associated with the first label, and a second field having a value associated with a 
file stored on the storage medium." The Office states that this claim language is taught in the 
following manner: 
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Official Action, at 8. Applicants disagree. 

It may be that creating a table in a database is well-known and expected in the art. 
However, that is not what is claimed. What is claimed is a database populated with specific data 
- the database includes records, each record including a first field having a value associated with 
the first label, and a second field having a value associated with a file stored on the storage 
medium. In rejecting claim 9, the Office has not given reasons why it would be obvious for one 
of skill in the art at the time of the present invention to create a record including a first field 
having a value associated with the first label, and a second field having a value associated with a 
file stored on the storage medium, as is claimed. 

For at least these reasons, Applicants submit that the cited combination of Ottensen in 
view of Sun and further in view of Enari and Rothberg fails to render obvious claim 9, or claim 
28, which stands rejected for the same rationale. 

Claim 35 stands rejected for the same rationale that claim 1 stands rejected for. Official 
Action, at 5-7. However, claim 35 makes wholly different recitations than claim 1. Claim 35 
recites 
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35. An apparatus for matching file parameters with one or more 
external storage media, each of the one or more storage media 
having an associated label, the apparatus comprising: 

a user input device for accepting at least one search parameter 
from a set, the set comprising: file size, file author, and file type; 

a component configured to generate a query based on the accepted 
one or more search parameters; 

a component configured to a record returned in response to the 
query generated; 

a component configured to determine at least one label 
corresponding to the record; and 

a component configured to determine an external storage medium, 
the label being an affixed to an external portion of the storage 
medium. 

and claim 1 recites: 

1 . A method for tracking files contained on a storage medium, the 
method comprising: 

determining that the storage medium has not been assigned a first 
label and a second label, the first label uniquely identifying the 
storage medium; 

writing the first label to a storage portion of the storage medium; 

providing a command to generate the second label based on the 
first label, the second label to be associated with an external 
portion of the storage medium; 

updating a database with an association between each file stored on 
the storage medium and a value associated with the first label; and 

in response to determining that a first file contained on the storage 
medium has been deleted, updating the database to reflect that the 
first file has been deleted. 

For instance, in rejecting claim 35 using the same rationale for rejecting claim 1, the Office has 

not stated how the cited combination of references teaches claim 35 's recitation of, "a user input 

device for accepting at least one search parameter from a set, the set comprising: file size, file 

author, and file type." Given that, Applicants submit that the Office has not established a prima 

facie case of obviousness for claim 35, as required by the MPEP. 
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CONCLUSION 

For at least the foregoing reasons, Applicants request the Examiner reconsider the 
rejections and issue a Notice of Allowance of all the claims. 
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